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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including tlie 
fee set fortli in 37 CFR 1 .17(e), was filed in this application after final rejection. 
Since this application is eligible for continued examination under 37 CFR 1.114, 
and the fee set forth in 37 CFR 1 .1 7(e) has been timely paid, the finality of the 
previous Office action has been withdrawn pursuant to 37 CFR 1 .1 14. 
Applicant's submission filed on 1/30/2008 has been entered. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1, 8, 14, 19, 29, and 32 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out 
and distinctly claim the subject matter which applicant regards as the 
invention. 

Regarding claim 1, this claim recites the limitation "presence information 
for said first instant messaging user", and later recites "transmitting all or part of 
said business information as presence information". It is unclear if the presence 
information of the user is supposed to have any correlation to the business 
information that is transmitted as presence information. Is one presence 
information supposed to replace the other? 
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Regarding claim 8, this claim recites tlie limitation "wherein one or more 
instant messaging users". It is unclear if the first instant messaging user of the 
parent claims is to be included in the one or more recited in this claim. Does the 
first instant messaging user satisfy this limitation? 

Regarding claims 14 and 29, this claim recites the limitation "ticker-type 
display". It is unclear whether this refers to a ticker display, or whether it is 
simply a type of ticker display, and what properties does a display of "ticker type" 
have? 

Regarding claim 14, this claim recites the limitation "displaying one of 
more of the following: text, a ticker-type display, wherein said display scrolls; an 
animation; images; and links to web sites on the Internet". This appears to be a 
sentence fragment and it is unclear what exact limitations are required by the 
claim language. 

Regarding claim 19, this claim recites the limitation "and a database of 
click statistics". Is this limitation intended to be part of the Markush listing? It 
appears to simply be stated in the middle of the claim, with no reasoning as to 
why it's there. 

Regarding claim 29, this claim recites the limitation "wherein said link is 
to other parts of the presence information". Claim 28, from which claim 29 
depends, recites the limitation "includes a link to advertisements for said 
business". Claim 29 improperly limits claim 28, as claim 28 already states the 
link as being directed towards advertising information. Limitations in parent 
claims can't be changed, only further limited. 
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Regarding claim 32, this claim recites tlie limitation "said physical 
location information of said business". There is insufficient antecedent basis for 
this limitation in the claim language. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the phor art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

3. Claims 1, 2, 4-6, 8-30 and 32-36 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over De Vries (U.S. Patent No. 6,968,179). 

Regarding claims 1, 2, 6, 18, 20, De Vries teaches transmitting business 
presence information (including an advertisement) to a user's wireless device 
based on physical location (Column 4, Lines 52-59). To receive such presence 
information, a user must perform a single action of arriving at a certain location 
(Column 11, Lines 46-54). The information service sends such information to the 
wireless device, and the physical device that operates the information service is 
a "business client system device". The user's wireless device has an instant 
messaging client installed thereon which handles the delivery of such location- 
specific messages (Column 7, Lines 35-39). 

It could be argued that De Vries does not teach the specific data content 
of the physical location information as being address, phone number, directions. 
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email address, or linl<s. However tliese differences are only found in the 
nonfunctional descriptive material and are not functionally involved in the method 
(or structurally programmed) steps recited. The steps would be performed the 
same regardless of data content. Thus, this descriptive material will not 
distinguish the claimed invention from the prior art in terms of Patentability, see 
In re Gulack, 703 F.2d 1381, 217 USPQ 401, 404 (Fed. Cir. 1983); In re Lowry, 
32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994). Therefore, it would have been 
obvious to one of ordinary skill at the time of the invention to have included any 
type of physical location data content in the physical location information. Such 
data content does not functionally relate to the steps and the subjective 
interpretation of the data content does not patentably distinguish the claimed 
invention. 

Regarding claim 4, the user must first turn the wireless device on before 
receiving any messages. This is a step of clicking (or pressing) an "On" button. 

Regarding claim 5, De Vries teaches receiving presence information 
when they are at a particular location (Column 1 1 , Lines 46-54). If the device is 
not at that particular location (out of range), the user must move the device within 
range to permit transmission of the presence information. 

Regarding claims 8-12, 14, De Vries teaches multiple users with wireless 
devices having instant messaging clients installed thereon with buddy lists having 
a listing of the first instant messaging user. The first user's presence information 
is transmitted to the other users for viewing through the buddy list (Column 7, 
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Line 44 - Column 8 Line 5). Any display of text indicating a user's presence is 
considered an "icon". 

Regarding claim 13, if the first user is at a merchant location, this will be 
displayed to the other buddy list users independent of any selection (whether a 
user selects such information or not). 

Regarding claims 15-17, De Vries teaches sending user-profile 
information for targeting purposes (Column 1 1 , Lines 46-54). A user profile must 
inherently contain contact information (IP Address or other such device 
identifying information) in order to receive messages to the wireless device. 
Turning on the device reads on enabling the wireless device. 

Regarding claim 19, De Vries teaches storing a name database (Column 
13, Lines 31-46). 

Regarding claims 21, 24, 25 and 27, De Vries teaches transmitting 
business presence information (including an advertisement) to a user's wireless 
device based on physical location (Column 4, Lines 52-59). To receive such 
presence information, a user must perform a single action of arriving at a certain 
location (Column 1 1 , Lines 46-54). The information service sends such 
information to the wireless device, and the physical device that operates the 
information service is a "business client system device". The user's wireless 
device has an instant messaging client installed thereon which handles the 
delivery of such location-specific messages (Column 7, Lines 35-39). De Vries 
teaches storing activity information ("statistics reports" on activity) for user's such 
as if the user is a coffee drinker or a vegetarian (Column 1 1 , Lines 53-54). 
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It could be argued that De Vries does not teach the specific data content 
of the physical location information as being address, phone number, directions, 
email address, or links. However these differences are only found in the 
nonfunctional descriptive material and are not functionally involved in the method 
(or structurally programmed) steps recited. The steps would be performed the 
same regardless of data content. Thus, this descriptive material will not 
distinguish the claimed invention from the prior art in terms of Patentability, see 
In re Gulack, 703 F.2d 1381, 217 USPQ 401, 404 (Fed. Cir. 1983); In re Lowry, 
32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994). Therefore, it would have been 
obvious to one of ordinary skill at the time of the invention to have included any 
type of physical location data content in the physical location information. Such 
data content does not functionally relate to the steps and the subjective 
interpretation of the data content does not patentably distinguish the claimed 
invention. 

Regarding claims 22 and 23, De Vries teaches sending user-profile 
information for targeting purposes (Column 1 1 , Lines 46-54). By submitting 
profile information, a user inherently "agrees" to submit the profile. 

Regarding claim 26, the user activity preference report must be in some 
form of printed text information to be understood by users. 

Regarding claims 28, 29, and 32, De Vries teaches transmitting business 
presence information (including an advertisement) to a user's wireless device 
based on physical location (Column 4, Lines 52-59). To receive such presence 
information, a user must perform a single action of arriving at a certain location 
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(Column 11, Lines 46-54). Tlie information service sends sucli information to tlie 
wireless device, and the physical device that operates the information service is 
a "business client system device". The user's wireless device has an instant 
messaging client installed thereon which handles the delivery of such location- 
specific messages (Column 7, Lines 35-39). De Vries teaches multiple users 
with wireless devices having instant messaging clients installed thereon with 
buddy lists having a listing of the first instant messaging user. The first user's 
presence information is transmitted to the other users for viewing through the 
buddy list (Column 7, Line 44 - Column 8 Line 5). 

It could be argued that De Vries does not teach the specific data content 
of the physical location information as being address, phone number, directions, 
email address, or links that contain further specific data content. However these 
differences are only found in the nonfunctional descriptive material and are not 
functionally involved in the method (or structurally programmed) steps recited. 
The steps would be performed the same regardless of data content. Thus, this 
descriptive material will not distinguish the claimed invention from the prior art in 
terms of Patentability, see In re Gulack, 703 F.2d 1 381 , 21 7 USPQ 401 , 404 
(Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994). 
Therefore, it would have been obvious to one of ordinary skill at the time of the 
invention to have included any type of physical location data content in the 
physical location information. Such data content does not functionally relate to 
the steps and the subjective interpretation of the data content does not 
patentably distinguish the claimed invention. 
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Regarding claim 30, De Vries teaches sending promotional information to 
users (Column 1 1 , Lines 44-54). Should a user and another user both be 
nearby, they would get the same promotional message and this reads on the 
claim language. 

Regarding claims 33 and 34, De Vries teaches instant messaging clients 
as interacting over the Internet (Column 1 , Lines 46-50). 

Regarding claim 35, De Vries teaches storing a name database (Column 
13, Lines 31-46). 

Regarding claim 36, De Vries teaches storing activity information 
("statistics reports" on activity) for user's such as if the user is a coffee drinker or 
a vegetarian (Column 1 1 , Lines 53-54). 

4. Claim 31 is rejected under 35 U.S.C. 103(a) as being unpatentable 
over De Vries (U.S. Patent No. 6,968,179) in view of Callegari (U.S. Pub No. 
2003/0004743). 

Regarding claim 31 , De Vries teaches subscribing to alert and notification 
messages (Column 5, Lines 60-61 ). De Vries does not appear to specify linking 
a user to a website in order to subscribe. Callegari teaches a multi-user location- 
sharing system using buddy lists (Paragraph 0080) in which users are directed to 
the website of a merchant in which they are visiting (Paragraph 01 08). It would 
have been obvious to one having ordinary skill in the art at the time the invention 
was made to direct a user to a merchant's website to subscribe to further 
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notifications in tlie interest of liaving tliat user furtlier view more advertising for 
tlie mercliant in tlie form of tlie website. 

ALTERNATIVE Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
1 22(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351 (a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

5. Claim 1 is rejected under 35 U.S.C. 102(e) as being anticipated by 
Treyz (U.S. Patent No. 6,587,835). Treyz teaches a method of advertising that 
includes all of the limitations recited in the above claim. 

Regarding claim 1, Treyz teaches storing presence information for a 
business on a client system device (Figure 16) and sending this information to 
the wireless device of a user as directions (Figures 42 and 43). The presence 
information is received upon the clicking of a button (Figure 44, Reference 508). 
The claim recites the user as an "instant messaging user", however the claim 
does not require any instant messaging client to be installed on the device. The 
user merely has to be someone who is capable of using instant messaging in any 
context. Further, the device of Treyz receives "instant messages" (Figure 55), 
and this makes the user an "instant messaging user". 
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Response to Arguments 

The affidavits filed on 1/30/2008 liave been reviewed and accepted. 
Tlius, tlie Mitsuol<a reference lias been removed as prior art under 103(c). Tlie 
rejection over 102(e) listed above is merely provided to demonstrate the broad 
nature of claim 1 . 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

The following reference is cited to further show the state of the art with respect to 
location based presence in an instant messaging client: 
U.S. Patent No. 6,714,791 to Friedman 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to MICHAEL BEKERMAN whose telephone 
number is (571)272-3256. The examiner can normally be reached on Monday - 
Friday, 7:30 - 3:00. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Eric W. Stamber can be reached on (571) 272-6724. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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Information regarding tlie status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

/M. B./ 

Examiner, Art Unit 3622 



/Eric W. Stamber/ 

Supervisory Patent Examiner, Art Unit 3622 



